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FepERAL TRADE CoMMIssion v. AMERICAN SNuFF Co. 
(38 F. [2d] 546) 


United States Circuit Court of Appeals, Third Circuit 


February 13, 1930 


Unrarr Competition — Feperat Trap—e Commission Acr—‘“DENTAL” FoR 

Snurr—Orpver Herp UNsvstiriep. 

Where respondent put out a brand of Scotch snuff distinguished 
by the words “Dental Brand” and the picture of a tooth and it 
appeared that the goods were largely used by purchasers by the 
method known as “dipping,” the Commission’s order to “cease and 
desist” held unwarranted by the facts, particularly as respondent’s 
label contained no misstatement of fact, but represented truthfully 
the nature and use of the goods. 


In equity. Petition by the Federal Trade Commission for the 


enforcement of its order against the American Snuff Company. 


Order held unlawful. 


Wm. A. Sweet, James T. Clark, Robert E. Healy, Chief Coun- 
sel, and Adrien F. Busick, Assistant Chief Counsel, Federal 


Trade Commission, all of Washington, D. C., for appellant. 

Owen J. Robert, of Philadelphia, Pa., Edward S. Rogers, of 
Chicago, Ill., Morton E. Finch, of Memphis, Tenn., and 
C. Russell Phillips, of Philadelphia, Pa., for appellee. 


Before Burrineton and Davis, Circuit Judges, and THomson, 
District Judge. 


Burrineton, C. J.: Without entering into a recital of the 
bulk of testimony involved and the numerous questions discussed, 
we limit ourselves to matters and things pertinent and decisive. 

The case involves the construction and enforcement of section 
5 of the Federal Trade Commission Act (15 U. S. C. A. § 45), 
which provides: 

If such person, partnership, or corporation fails or neglects to obey 
such order of the Commission while the same is in effect, the Commission 
may apply to the circuit court of appeals of the United States, within 
any circuit where the method of competition in question was used or where 


such person, partnership, or corporation resides or carries on business, 
for the enforcement of its order... . 
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As we read the statute, the jurisdiction of this court, and, 
therefore, its power to enforce, rests on two facts, first whether the 
respondent has failed or neglected to obey the order of the Com- 
mission—a question of fact, and secondly, whether such order is 
valid—a question of law. 

The respondent is using, on packages of snuff made and sold 
by it, this label: 


ooo 
SUVUVVarstererevensureees” 


Wureees zeae aeannae oe SR QUAUTY 
SNUFF 1S OF SUPERIOR 
\ MADE FROM SELECT LEAF AND 


5) PRESERVES ITs FLAVOR 


IVEY, GWEN & 66. 
DENTAL SNUFF COMPANY Successor 
AMERICAN SNUFF CO. Successor. 
Peek ten Fo 
cautioned under the penal. 
ties Of Law not to use Uris ir 
re yen mame 
Factor’ 8eGoe'ST, Tenn- 
istered in US Patent Office Sep! 241872 


The Commission made an order to cease and desist which, 
inter alia, provided: 


(3) It is further ordered that the respondent, its officers, agents, repre- 
sentatives, servants and employees, cease and desist from 

(a) Using the word “Dental” and the depiction of a tooth, or either 
of them, alone or in connection with any other word or words, in the 
brand name or on the labels on the containers of any of its snuff products 
to represent, describe or define such product, when its said product con- 
tains no ingredient, other than tobacco. 

(b) Making, publishing or circulating written or oral statements or 
representations in connection with the sale or distribution of any of its 
snuff products that such product will cure toothache, pyorrhea, bleeding 
gums, a or other like maladies, when such product contains no 
ingredient other than tobacco. 
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To this the respondent answered: 


With respect to paragraph Three (a) of the said order, Respondent 
asserts that the Commission has erred, exceeded its authority and acted 
beyond its jurisdiction in ordering Respondent to cease and desist from 
“using the word ‘Dental’ and the depiction of a tooth, or either of them, 
alone or in connection with any other word or words, in the brand name 
or on the labels on the containers of any of its snuff products to represent, 
describe or define such product, when its said product contains no ingredi- 
ent, other than tobacco,” and Respondent respectfully declines to comply 
with this part of the Commission's order. 

It appearing, therefore, that the respondent has not obeyed 
the order, it remains for us to decide the question of law whether 
in view of the proofs, the order is lawful. The jurisdiction of this 
court to review orders made by the Trade Commission was con- 
sidered by this court in Curtis Publishing Co. v. Federal Trade 
Commission, 270 F. 881, 909. We there said that Congress in 
enacting that Circuit Courts of Appeal “shall have jurisdiction 
of the proceeding and of the question determined therein, and shall 
have power to make and enter upon the pleadings, testimony and 
proceedings set forth in such transcript, a decree affirming, modify- 
ing, or setting aside the order of the Commission” was using 
language which aptly described the customary jurisdiction and power 
theretofore exercised by Circuit Courts of Appeals in reviewing 
cases of alleged unfair business competition. 

Considering the case in that light, we note that whatever may 
have been the possible interest of the public in the matter litigated, 
it clearly appeared, as the case proceeded, that the case was one 
between the two competitors in the snuff business. From the proofs 
it will appear that the American Snuff Company, about 1900, by 
buying Ivey, Owen & Co. and continuing it as a subsidiary, 
acquired the latter’s right to make a brand of snuff known as 
“Dental Snuff,’ which the latter company had made since 1879, 
and sold thus labeled. At the time this snuff was originated, and 
for some time thereafter, it contained some ingredient, other than 
tobacco, calculated to preserve or be beneficial to the teeth and 
gums, and was so represented to the purchasing public. The labels 
on the containers of this snuff contained the word “Dental,” 
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together with a depiction of a tooth, and the words “Dental Pana- 
cea” and “It possesses a virtue that will preserve the teeth.” 

After the Spanish-American War, the government placed a tax 
on proprietary medicines and to avoid such liability on its snuff 
as a medicine, the respondent ceased to use any other ingredient 
in its snuff that had any supposed medicinal effect and indeed 
shortly thereafter stopped using a flavoring extract, which of course 
had no medicinal property, and at once stopped using its earlier 
label and thereafter used its present one, depicted above, in which 
it will be noted that instead of the words “Preserve the Teeth” or 
the statement “It possesses a virtue that will preserve the teeth,” 
there were used the words “Preserves its Flavor.” It will also be 
noted that it contains the statement that it is “made from select leaf 
and preserves its flavor.’ It also contains the statement that it is 
“made of pure tobacco.” 

Referring to the composition of Scotch snuff, of which the 
snuff in question is made and is labeled as such, the Commission 
says it “consists of tobacco leaf and stems finely powdered or 
ground and is divided into several classes, the most important of 
which is strong Scotch snuff, which consists of powdered tobacco 
leaf and stems with nothing whatever added.’ It will thus be noted 
that respondent’s statement on its label that the snuff is Scotch 
snuff and that it is “made of pure tobacco” was truthful and was, 
in effect, an averment that the snuff contained no other ingredient 


and necessarily that it had no medicinal quality. Such being the 
uncontroverted facts of the case, the Commission held that “this 
new label is so like the original label on said brand of snuff in 
arrangement of lettering and design, in coloration and general 
appearance, as to cause the one to be mistaken for the other, and 
to confuse and mislead purchasers familiar with the former product 


as to the character of the contents of the present containers.” 
We find no proof in the record which warrants any such find- 
ing. We have been referred to no testimony of a purchaser of the 
old snuff—one who bought prior to 1900—who avers that he or she 
was misled when they bought the snuff with the new marking 
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upon it, and, as said in Coca-Cola Co. v. Koke Co. of America, 254 
U.S. 148, 41 S. Ct. 113, 114, 65 L. Ed. 189 [10 T.-M. Rep. 441], 
“The plaintiff's position must be judged by the facts as they were 
when the suit was begun, not by the facts of a different condition 
and an earlier time.” And it is very clear purchasers could not be 
misled by the present label which differs in several particulars from 
the old one. The old label stated it was a “Dental Panacea” and 
averred that “It possesses a virtue that will preserve the teeth.” 
The new label makes no such statement. The old label would seem 
to have left the impression that there was some element or virtue 
in its product that had a medicinal effect. The new label makes 
no such statement. In addition to the above, the back of the present 
label negatives any possible medicinal qualities. It states that the 
snuff is ‘refined tobacco”’; that “it is absolutely pure”; that “it has 
no artificial flavor’! that it “required no artificial flavoring because 
it is made of the best tobacco, which is aged for two or three years 
and then manufactured by a process that preserves the delightful 
flavor of the tobacco.” 

We can see no unfairness in the respondent using the word 
“Dental” and the picture of a tooth on its packages. Snuff users 
used it in two different ways. One class inhales it through the 
nostrils, and on that account it is properly styled nasal snuff. The 
other kind of users is under the word “dipping,” described in the 
dictionary as “the practice of taking snuff by rubbing the teeth or 
gums with a stick or brush dipped in snuff.” 

It is quite clear from the literature quoted in the record that 
in “dipping” snuff simply serves as any other paste or dentifrice, 
as an abrasive of a desired flavor. Indeed, the derivation of the 
word, “dens, dentis,” a tooth, and “fricure” to rub, friction, shows 
that the word “dental” as contrasted with “nasal’’ truly describes 
the mode of use which the respondent’s product answers. In the 
Journal of the American Dental Association, January, 1928, it is 
said: “The modern toothbrush may not be perfect, but its present 


status is a matter of evolution from the ‘chew stick.’ One end of a 
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wooden twig was beaten to a soft, fibrous condition in those days, 
and the primitive brush was ready for use.”’ 

Moreover, the proofs show that the market for dipping snuff 
is in the remoter regions of the South. It is described by the writer 
of “The Carolina Mountains”: “Nor is snuff taken after the manner 
of former generations of snuff-takers. Here the people ‘dip,’ that 
is to say, a stick chewed into a brush at one end and kept for the 
purpose is dipped into the snuff and rubbed over the gums and 
teeth. It is not a pretty practice, but it seems to afford peculiar 
satisfaction, enormous quantities of snuff being consumed in this 
manner. When a mountain woman refers to her ‘toothbrush’ the 
snuff-stick is what she means. She says that to dip snuff preserves 
the teeth and strengthens the constitution.” 

It will thus be seen that the word “dental” as used in connec- 
tion with snuff occupies substantially the same relation as the word 
“nasal” does, and both equally and truthfully represent the par- 
ticular use to be made of the snuff. 

We accordingly hold that the order to cease and desist hereto- 


fore granted was unlawful and will be so adjudged. 


Tue Lawrence-WituiaMs Co. v. Societe ENrants GoMBAULT 
ET CIE 


United States Circuit Court of Appeals, Sixth Circuit 
October 8, 1931 


TrapvE-Mark INFRINGEMENT—DEFINITION OF TRrADE-MARK—DIsTINGUISHED 

FROM PATENT. 

While a patent monopoly is property in itself, not being appur- 
tenant to anything, a trade-mark has no existence apart from the 
business to which it relates, and disappears on the discontinuance of 
the business. 

Trape-Mark INFRINGEMENT—ACTION—ACCOUNTING OF PRoFITs. 

Under the doctrine that, although the plaintiff has duly adopted 
a trade-mark and is carrying on business thereunder, if he has not 
occupied a certain ?— of the territory, a defendant may adopt 
a trade-mark in such unoccupied territory and require at least an 
effective defensive right (see Hanover Star Milling Co. v. Metcalf 
[6 T.-M. Rep. 149]), it is not clear whether such plaintiff could be 
entitled to recover defendant’s profits in such unoccupied territory. 
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TrapE-Mark INFRINGEMENT—ACCOUNT oF PROFITS. 

Plaintiff-appellee manufactured in France under a secret for- 
mula a veterinary preparation and furnished same to one Schnabel 
under an exclusive agency agreement covering the United States 
and Canada, said agreement having become effective three months 
after the expiration of a similar agreement made between plaintiff- 
appellee and defendant-appellant. In an action brought by the 
latter petitioning for rehearing on the recovery of profits of defend- 
ant’s infringement on the ground that Schnabel was the only one 
entitled to recover, the petition was dismissed and an accounting 
ordered covering the three months between the expiration of the first 
contract and the coming in force of the second agreement. 


Hervey, Barber & McKee (Lanier McKee, of counsel), of New 
York City, and Garfield, MacGregor & Baldwin (Arthur 
D. Baldwin and Jas. R. Garfield, of counsel), all of Cleve- 
land, Ohio, for plaintiff. 


Stearns, Chamberlin § Royon and Robb & Robb, all of Cleve- 
land, Ohio, for defendant. 


In equity. Appeal from decision confirming master’s report 
on recovery of profits in trade-mark infringement. Reversed. 


For earlier decisions in this case, see 17 T.-M. Rep. 503; 18 
T.-M. Rep. 195, 351. 


Before Denison, Moorman, and Hicks, Circuit Judges. 


Denison, C. J.: We herein designate as plaintiff the Gom- 
bault Company, plaintiff below, and as defendant the Lawrence- 
Williams Company, defendant below. Upon a former appeal, 
reported in 22 Fed. (2d), 512, we held that the trade-mark rights 
involved belonged to plaintiff, and affirmed an interlocutory decree 
for injunction and accounting. Thereafter the master ascertained 
and reported the profits which defendant had made, the report was 
confirmed, and a decree entered for the recovery of the profits so 
found. This appeal follows. 

Upon this record there appears an important fact which was 
not shown by the former record. The contract relations between 
plaintiff and defendant terminated February 18, 1925. On May 26, 
1925, plaintiff entered into a new contract with Schnabel, by which 
the latter received and assumed practically the same status and 
rights which defendant had held under the old contract—that is, 
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Schnabel became the exclusive representative of plaintiff in the 
United States and Canada, and was the exclusive distributor of the 
trade-marked product. 

Plaintiff manufactured this product in France under a secret 
formula and furnished it to Schnabel at a stated price. Plaintiff 
could sell to no one else and Schnabel could procure it from no one 
else. The entire business of selling in the United States and 
Canada belonged to Schnabel, and was under his exclusive control. 
He had the exclusive right to use the trade-mark in question, and 
not even plaintiff could have made a sale or used its trade-mark in 
this country, excepting as the business was done through Schnabel. 
By analogy to patent contracts, Schnabel became exclusive licensee 
to use and sell, while plaintiff retained the exclusive right to make. 

There was, therefore, a period of only about three months 
within which plaintiff had the unincumbered title to the trade-mark, 
and had whatever rights flowed there from under these circum- 
stances. It also became a part of the situation that, before this 
suit was commenced (September, 1925), plaintiff had conveyed to 
Schnabel certain interests in the trade-mark rights. Schnabel was 
not a party to this suit and is not a resident of the district. 

After our former decision was announced, defendant filed a 
petition for rehearing, setting up the fact of the conveyance to 
Schnabel and his interest, making some excuse for not earlier rais- 
ing the question, and asking that our opinion be withdrawn and the 
bill ordered to be dismissed because Schnabel was a necessary 
party. We treated this as merely a belated raising of the question 
of parties and, for that reason, denied it. Shortly thereafter, 
defendant applied to the master to discontinue the accounting pro- 
ceedings for profits, upon the ground that Schnabel was the only 
one entitled to recover these profits. 

The master held that it was not within his province to pass 
upon such question, but that it was his duty to make full report 
and leave any such question for the court. One of the defendant’s 
exceptions to the master’s report was that “the profits of the 
defendant under the circumstances of this case are not recoverable.” 
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Passing upon the master’s report the district judge did not specifi- 
cally consider the effect of the outstanding Schnabel interest, but 
thought that the general liability for all profits was established by 
the former decrees. 

Plaintiff now makes two objections to the present considera- 
tion of the question whether defendant was generally liable to 
plaintiff for profits. The first is that the court below, in the order 
of reference which directed the accounting, did not reserve until 
the coming in of the master’s report the consideration of whether 
a general liability for profits existed. Upon this point counsel 
differ in their construction of the language of the trial judge in his 
opinion and order thereon; but we do not see that their difference 
is material. 

The order of reference was interlocutory; the right to con- 
sider or reconsider all questions upon the coming in of the Master’s 
report, was necessarily reserved to the court; it makes no difference 
whether the reservation was express. 

The next point is that, the defendant’s liability for profits 
having been adjudicated by this court on the former appeal, it is 
not open for review on the present appeal. Since the decision in 
Messenger v. Anderson, 225 U.S. 486, 444 (82 S. Ct. R. 729), we 
have frequently had occasion to say that we have the power, upon 
a second appeal, to review and revise a conclusion reached upon the 
first appeal, and that, although the first opinion becomes the law of 
the case for the court below, it does not in the strictest sense have 
that character in this court—although such review and change of 
opinion will occur only in very exceptional cases. (See Chesapeake 
Co. v. M’Kell, 209 Fed. 514.) 

We have no particular occasion here to apply this principle, 
because we do not regard our former opinion as intended to decide, 
or as effective to decide, the question now made. It is true that 
the decree below had, in customary formula, directed an accounting 
of profits and damages, and that we affirmed this decree; but we 
find no adjudication that any particular money or class of money 
received by defendant did constitute recoverable profits. 
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We interpret the decree as intended to mean that there should 
be an accounting of profits which the defendant had received and 
that there should be recovery of whatever profits, whether the 
whole or part of those received by defendant, which, under the 
applicable rules of equity, ought to be treated as having been earned 
for and as belonging to the plaintiff. Plainly this might or might 
not reach all or any of the actual profits which defendant had 
received in the general subject-matter., when and after their char- 
acter was ascertained and the necessary basis for awarding judg- 
ment was seen. 

Though the assignments of error complained generally of the 
order to account for profits and damages, the contention that defend- 
ant’s actual profits were of the character which they now turn out 
to be and were, therefore, not recoverable, was not presented in 
brief or oral argument, or considered in our opinion. It is not 
foreclosed against our present examination. 

These two objections being insufficient, we come to the con- 
trolling question, whether these particular profits are recoverable 
by the plaintiff. Plaintiff relies upon the principles which in patent 
cases support the rule that the profits derived from selling a 
patented article equitably belong to the owner of the patent. Some 
decisions indicate just as broad a rule as to technical trade-marks. 

The analogy does not seem complete. A patent monopoly is 
property in itself. It is in gross. It is not appurtenant to any- 
thing. A trade-mark, on the other hand, has no existence in gross. 
It is collateral and appurtenant to the carrying on of a particular 
business. It endures without time limitation so long as the busi- 
ness does; it disappears upon the discontinuance of the business. 
These trade-mark principles are elementary, but in late years they 
have been extended and emphatically applied by the Supreme Court 
in the Hanover Milling Company case, 240 U. S. 403 ([6 T.-M. Rep. 
149]; 36 S. Ct. Rep. 357), and the Rectanus case, 248 U. S. 90 
({9 T.-M. Rep. 1]; 89 S. Ct. Rep. 48). 

These cases hold that although a plaintiff has duly adopted 


a proper trade-mark and is carrying on (interstate) business under 
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it, yet if he has not occupied with his business a certain part of the 
territorial field (or, at least, if he has unreasonably delayed so to 
do) a defendant may adopt the same trade-mark in that unoccupied 
territory and acquire at least an efficient defensive right. Accord- 
ingly, it is not entirely clear why a plaintiff trade-mark owner, 
who has not yet established his mark or his business in a certain 
territory, and as to whom there is therefore no natural inference 
that he would have made the sales if defendant had not, can be 
entitled to recover defendant’s profits in that territory; but that 
is unnecessary broadly to decide, because we have here, May 26, 


1925, a case where plaintiff has distinctly parted with any such 
right. 


The grant to Schnabel of the exclusive right to use the trade- 
marks in the United States and Canada necessarily carried to 
Schnabel the right to recover the profits (above plaintiff’s price to 
Schnabel) arising after that date, because these distributor’s profits 
to be derived from using the trade-mark in this country equitably 


belong to Schnabel, and it is Schnabel, not the plaintiff, who would 
have realized them if it had not been for the infringement. 

The Hamilton-Brown Shoe Company case (240 U. S. 251 [6 
T.-M. Rep. 169]; 36 S. Ct. Rep. 269) is relied upon as establish- 
ing the invariable liability to the trade-mark owner for the in- 
fringer’s profits. The opinion does not stress the collateral and 
appurtenant character of the trade-mark rights,’ it indicates, rather 
—though it does not expressly declare—an absolute right to recover 
the infringer’s profits regardless of the extent of the plaintiff’s 
business. An examination of the record and briefs shows that there 
were parts of the country—practically whole states—in which 
plaintiff, its business and its trade-mark, were unknown, and yet 
plaintiff was permitted to recover defendant’s profits in these 
regions. The principle seems to be that, as to territory unreached 
by plaintiff’s trade,’ it may be inferred that there was a latent 


* Although in the same volume and written by the same justice as 
the Hanover opinion. 


* And in the absence of any conflict of ownership in the same trade- 
mark. 





614 TWENTY-ONE TRADE-MARK REPORTER 


demand for plaintiff's goods which it would eventually have sup- 
plied, except for the infringement, and hence it has sufficient equita- 
ble right to the infringer’s profits. 

No application of this principle can reach the situation where 
the general trade-mark owner has transferred to another those 
rights from the exercise of which the profits arose. 

Another contention as to profits, is that profits for trade-mark 
infringement should be given only where the infringement has 
been willful; that this infringement was under a good faith claim 
of right; and therefore that there should be no profits until our 
final decree, or at least until the decree of the district court. We 
do not understand upon what theory the profits should be so con- 
fined, and do not get anything satisfactory to that effect out of the 
authorities cited. 

However, the case does not sufficiently show that the infringe- 
ment was not willful. Defendant knew all the facts and, under 
a mistaken view of the law, claimed the trade-mark for itself. Its 
use of the mark was deliberate. The situation is about the same 
as where a defendant infringes a patent under the advice of counsel 
that it is invalid. Such infringement does not justify the awarding 
of treble damages, but we think it does justify turning over to the 
patentee the actual profits received. 

The strongest argument presented along this line for defendant, 
is that during most of this accounting period (but not during the 
three months of February-May) the plaintiff, through Schnabel, 
was guilty of unfair competition in using defendant’s packages. 
When Schnabel continued this use after cross-injunction against 
plaintiff, plaintiff escaped contempt proceedings by disclaiming 
responsibility for Schnabel; and yet, the claim is that during the 
accounting period, plaintiff acquiesced in and profited by Schnabel’s 
infringement of defendant’s rights, so that plaintiff ought not to 
have, in equity, any accounting of profits, against defendant. This 
is quite forceful; but it may be passed without decision, as we do 
not allow profits except for the three months—a period to which 
this defense does not apply. 
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It seems clear enough that for the reason stated the plaintiff 
has no right to recover profits accruing after May, 1925. Nor are 
we inclined to permit any amendment which would bring in Schna- 
bel as a party-plaintiff and permit him to recover for the period 
covered by this controversy. The necessity that he should be a 
party was directly brought to plaintiff's attention upon the motion 
for rehearing in this court and at the beginning of the proceedings 
before the master. 

Plaintiff deliberately elected to proceed on its own account and 
claim the profits for itself, and not treat Schnabel as a party in in- 
terest. We see no reason for not holding plaintiff to this election. 
(Birdsell v. Shaliol, 112 U. S. 485, 487; 5 S. Ct. Rep. 244.) It 
may be that Schnabel could not now put in a claim for profits in an 
independent suit to be brought by him, reached back for six years. 
On the other hand his (probable) acquiescence in plaintiff's claim 
of right to these same profits might bar Schnabel from any such 
present claim. 

The three months period from February to May, 1925, seems 
to be fairly within the ruling in the Hamilton-Brown case. Plain- 
tiff was not carrying on its business itself, so that it would probably 
not have made these profits; but it had the right to do so, and it- 
self make the sales which its trade-mark promoted. Its position 
was essentially the same as that of the Wolf Company with refer- 
ence to territory which its business did not then reach. 

The master’s report does not segregate this three months 
period, and with one exception the criticisms made upon the whole 
accounting when restricted to this three months period, are not 
of enough importance to justify discussion. The exception is as to 
interest on capital. Under the facts interest should be allowed as 
an expense of operation. The entire invested capital was used in 
the unitary business which produced the profits. Seabury v. Am 
Ende, 152 U. S. 561 (14 S. Ct. Rep. 683) For Co. v. Underwood, 
6 C. C. A., 287 Fed. 447, 452. 

In addition to profits for this short period, the true measure 
of plaintiff’s recovery is the damages which it suffered. It should 
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be inferred—though the inference is more or less arbitrary—that 
during this infringing period, defendant would have sold plaintiff's 
article if defendant had not been making its own. It would follow 
that plaintiff lost the sales of its product to defendant to the extent 
measured by defendant’s manufacture of its own, and so plaintiff's 
damages are the profits which it would have made. 

Plaintiff should not recover either damages or profits extend- 
ing back of February, 1925. It might have that right, if, in fact, 
prior to that date, defendant had been filling part of its orders with 
its own manufacture; but the bill is drawn upon the theory that 
the infringement began only in February, 1925, and there is no 
complaint as to what happened before that date. 

If there was afterwards a discovery of earlier wrongs, there 
should have been an amendment to the bill. There is in the record 
no proof that there was an infringement before this date, but only 
a statement by the plaintiff before the Master that it had reason 
to believe there was such earlier infringement. Upon this show- 
ing, the Master and Judge Jones properly declined to go back of 
1925. 

The decree is reversed and the case remanded for an account- 
ing of damages and profits in accordance herewith. 


Tue GoverRNor AND Company oF ADVENTURERS OF New ENGLAND 
Trapine Into Hupson’s Bay (Commonly called “The Hudson’s 
Bay Company,”’) a Corporation v. Groree H. Benrorr, in- 
dividually, and doing business under the name and style 
of Hudson Bay Fur Company 


United States District Court, Northern District of California 


April 27, 1981 


Unrar Competition—Use or Saurent Feature or Corporate NamMe— 

INJUNCTION. 

After plaintiff since the year 1670 had been engaged in the busi- 
ness of selling furs and other goods under the name “Hudson’s Bay 
Company,” which name had become known throughout the world as 
synonymous with high-class merchandise and fair trading, the adop- 
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tion and use by defendant of the name “Hudson Bay Fur Company” 
as the designation of a competing business, which operated fur stores 
in certain sections of California, held unfair competition and was 
enjoined. 

In equity. Action to restrain unfair competition in the use 
of a trade-name. Injunction granted. For earlier decisions in 
related actions, see T.-M. Rep., vol. 14, p. 189; vol. 18, p. 4; vol. 
19, p. 458. 


Chas. E. Townsend, Wm. A. Loftus, Thos. G. Goulden and 
A. Donham Owen, all of San Francisco, Cal. and H. H. 
Byrne, of Washington, D. C., for plaintiff. 

Dreher §& McClellan, of San Francisco, Cal., for defendant. 


Kerrican, D. J.: This cause having come on to be heard be- 
fore the court and having been brought to a final hearing upon 
the pleadings and proofs and evidence educed by both parties, and 
counsel for the respective parties having submitted briefs, and the 
cause having been fully considered by the court, and the court hav- 
ing heretofore made and filed its order in favor of the plaintiff, as 


prayed in the Bill of Complaint, and directing that a decree be 
entered in favor of plaintiff, now, in accordance with the pleadings 
and proofs presented, the court finds as follows: 


Findings of Fact 

(1) That the plaintiff, The Governor and Company of Ad- 
venturers of England trading into Hudson’s Bay, has been in exist- 
ence since 1670 under a royal charter granted by the British King 
Charles II, and is commonly known and designated as the “Hud- 
son’s Bay Company.” 

(2) That under the terms of its Charter aforesaid, plaintiff 
was given, and for nearly two centuries exercised, quasi sovereign 
rights in a territory of over two million square miles within what 
is now known as the Dominion of Canada, which territory, until 
comparatively recent times, was referred to as ““Rupert’s Land.” 
That in said territory said plaintiff has established numerous trad- 
ing posts and stores, some of which at one time or another have been 
within the present boundaries of the United States, and at the 
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present time plaintiff has approximately three hundred stores in 
and throughout Canada. That the United States by various 
treaties and official acts has recognized the plaintiff as a quasi 
political institution (particularly by the treaties between the United 
States and Great Britian of 1846 and 1863 and the Coinage Act 
of February 24, 1925). 

(3) That the plaintiff has for more than two centuries, 
throughout the civilized world, borne a most enviable reputation 
for integrity and fair dealing, as one of the largest, if not the very 
largest and most successful, dealer in furs in existence. For a cen- 
tury or more last past it has been popularly known as the Hud- 
son’s Bay Company, or the Hudson Bay Company. 

(4) That the plaintiff, operating under its said name, has 
acquired a reputation for reliable dealings, and is now possessed of 
a valuable good-will commensurate with its recognized reputation 
for business integrity. That plaintiff has a general reputation and 
is known generally in the United States as a great trading com- 
pany, trading in, among other goods, wares and merchandise, raw 
furs. 

(5) That throughout the United States since colonial days, 
and as that country has developed and expanded, and particularly 
in the West and Northwest upon the Pacific Coast the good name 
and well-deserved fame of the plaintiff and the reliable character of 
the merchandise which it has offered for sale to the public have been 
practically everywhere known and recognized. This has been true 
as to any particular locality, whether the plaintiff had an estab- 
lished place of business thereat, or whether at such place it offered 
{ts merchandise to the public through others, or whether at such 
place none of its merchandise was sold at all. 

(6) That at various places in the past on the Pacific Coast 
plaintiff has maintained an established place of business under its 
own name; notably, for about a quarter of a century from 1820 
on, at Vancouver, Washington, on the Columbia River opposite 
Portland, Oregon; and between the years 1841 and 1845 plaintiff 
maintained a regular and established place of business under its 
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own name in the City of San Francisco, State of California, selling 
various goods, wares and merchandise in that locality. 

(7) That the plaintiff conducts periodical fur sales in London, 
England, which are attended by buyers from the United States, 
who purchase raw furs from plaintiff to the amount of many thou- 
sands of dollars per annum. That said furs so purchased are im- 
ported by said buyers into the United States, where same are manu- 
factured into finished fur products, which are sold through the 
channels of trade by merchants and dealers not connected with 
plaintiff, to the public generally, in the United States and the large 
cities thereof, including San Francisco, California. 

(8) That the name “Hudson Bay” or “Hudson’s Bay” as ap- 
plied to furs and garments has long been definitely identified in 
an unusually exclusive way with the plaintiff. That the plaintiff 
has dealt most extensively in furs, but for a great many years last 
past it has dealt also in specially high-grade blankets on an exten- 
sive scale, and its product, known as the Hudson Bay Blanket, 
and bearing a special identifying mark, is, and long has been, most 
favorably known throughout the world. 

(9) That for many years, and prior to any of the acts here 
complained of against defendant, these blankets were made into 
garments which were sold in the United States as “Hudson Bay 
Garments” and “Hudson Bay Blanket Coats’; and these Hudson 
Bay blanket garments have been sold and are being sold in the 
City and County of San Francisco, State of California. 

(10) That the word “Hudson” and “Hudson Bay,” when used 
in connection with the business of dealing in furs or blankets, are 
identified and associated in the public mind with the plaintiff com- 
pany and with the great traffic in these two lines of merchandise in 
which it has been so long and honorably engaged. 

(11) That the defendant first engaged in business under the 
name of “Hudson Bay Fur Company” in the City and County of 
San Francisco, State of California, on or about the Ist day of 


June, 1915, and has continued in business under that name. 
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(12) That the defendant at the time he adopted said name 
knew of the reputation of plaintiff and the good-will attaching to 
plaintiff's business with reference to the fur trade. 

(18) That the defendant, since the adoption of said name of 
“Hudson Bay Fur Co.” in 1915, has continued to deal in furs. 
That the defendant was, prior to the beginning of this suit and at 
the present time is, operating fur stores under said name in the City 
and County of San Francisco, State of California, at 272 Post 
Street, and in the City of Oakland, County of Alameda, State of 
California, at 1683 Broadway, selling furs and advertising his 
business extensively under the said name “Hudson Bay Fur Co.,” 
all without plaintiff's license or permission, and in defiance of 
plaintiff's rights and to the detriment of plaintiff's reputation, and 
to the irreparable injury to the business and good-will of plaintiff. 

(14) That said assumed name and alias of defendant is a 
colorable imitation of plaintiff's trade-name and was adopted with 
full knowledge by defendant of plaintiff's existence, business, and 
good-will respecting furs, and with the intention of passing off 
his (defendant’s) furs as the goods of plaintiff. 

(15) That the defendant has effectively displayed said name 
of “Hudson Bay Fur Co.” upon the store front, upon the sides of 
the building and upon the sidewalk entrance and by newspaper 
advertising and radio broadcasting; that said advertising and 
misrepresentations have been with the intent to deceive the public 
and to take advantage of, and to trade unlawfully on, plaintiff's 
name and reputation; and that said advertising and said mis- 
representations of defendant have created confusion in the trade 
by giving the public the wrongful impression that the defendant 
is the plaintiff and/or that plaintiff has an agency in Oakland 
and/or in San Francisco, and that defendant is the representatives 
of plaintiff; and that defendant has led the public to believe that 
the goods sold by him are those of the plaintiff. 


(16) That the defendant is in no way connected with plain- 
tiff; and that defendant’s use of the name “Hudson Bay Fur Co.” 
has never been with the consent of plaintiff. 
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(17) That the plaintiff, prior to the filing of the Bill of Com- 
plaint herein, notified the defendant to desist from the use of the 
name “Hudson Bay’’ in connection with the fur business, but de- 
fendant refused to do so. That at one time, with a view of avoiding 
litigation, negotiations were instituted between the parties looking 
to the possible use by defendant of the name “Hudson Bay Fur 
Co.” provided an appropriate “no-connection clause” was used in 
conjunction with all of defendant’s signs, stationery and advertis- 
ing. That defendant’s application of the words “not connected with 
the ‘Hudson Bay Fur Co.’ of Canada” to a few of his signs and in 
an inconspicuous manner, even though applied prior to suit, was 
not a bona fide compliance or in accordance with the offer of the 
plaintiff, and in no way detracted from plaintiff’s right to maintain 
this action. 


Conclusions of Law 


(1) That this case is governed and controlled by the principles 
laid down in the following cases: Buckspan v. Hudson’s Bay Co., 


22 Fed. (2d) 721, (Dallas Case) [18 T.-M. Rep. 4]; The Governor 
and Company of Adventurers of England Trading into Hudson’s 
Bay v. Hudson Bay Fur Co., 88 Fed. (2d) 801, (Duluth Case) 
[19 T.-M. Rep. 453]; Benioff v. Benioff, 222 Pacific Rep. 835 
[14 T.-M. Rep. 189]; Del Monte Special Food Co. v. California 
Packing Corporation, 34 Fed. (2d) 774 [19 T.-M. Rep. 443]. 

(2) That the plaintiff is the exclusive owner and is entitled 
to the exclusive use of the name “Hudson’s Bay Company,” or the 
words “Hudson Bay” and any and all colorable variations thereof 
as applied to furs and garments. 

(3) That it constituted unfair competition as to the plaintiff, 
Hudson’s Bay Company, and the public, for the defendant to use 
the name “Hudson Bay Fur Co.” in the conduct of his business. 

(4) That the defendant’s selection and appropriation of 
plaintiff’s trade-name were designed to forestall the extension of 
plaintiff’s trade and constituted a fraud upon the plaintiff as well 
as upon the public. 





622 TWENTY-ONE TRADE-MARK REPORTER 


(5) That the defendant has never had, and does not have, 
any right to the use of the words “Hudson’s Bay” or the word 
“Hudson” as applied to the fur business, and that by his use of 
the name “Hudson Bay Fur Co.” defendant has infringed upon the 
rights of plaintiff. 

(6) That the plaintiff is entitled to a decree as prayed in this 
complaint, restraining and enjoining the defendant from the use 
of the name “Hudson Bay Fur Co.” and/or any colorable imitation 
thereof, or any name including the name “Hudson” as applied to 
the fur or garment business, and that a writ of injunction therefore 
issue out of this court. 

(7) That the plaintiff have its costs, to be taxed by the 
clerk. 


Anperson Co. v. WeLwortH AvuToMOTIVE CoRPORATION 
(946 F. [2d] 696) 
United States District Court, Eastern District of New York 
January 28, 1931 


Unrarr Competition—Coryinc CONTAINER AND APPEARANCE OF Goops— 
INJUNCTION. 
Plaintiff, which was first to put out an automobile windshield 
blade colored green, with red rubber handle, sold in boxes bearing 
a distinctive lettering in dark blue and white, held entitled to injunc- 
tion restraining defendant, a later comer, from putting out a metal 
blade and handle of the same color as plaintiff's, and a container 
showing marked similarities to plaintiff's boxes in color, lettering and 
general appearance. 


In equity. Action for unfair competition in simulating ap- 


pearance of goods. Injunction granted. 


Frederick S. Duncan, of New York City, for plaintiff. 
Mock & Blum, of New York City, for defendant. 


Note.—The portions of the decision relating to the patent infringe- 
ment are here omitted.—Eb. 


Byers, D. J.: Motion for a preliminary injunction restrain- 
ing the defendant from making and selling windshield wiper blades 
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which infringe the claims of plaintiff's patent No. 1,597,999, and 
from making and selling windshield wiper blades of the color and 
packed in cartons, wrappers, etc., simulating the plaintiff's product. 

In April, 1929, the plaintiff began to make and sell automo- 
bile windshield wiper blades of the distinctive character hereinafter 
described, the metal part of which was green, and the rubber of the 
wiper blade itself was of red. The boxes in which the device 
reached the consumer presented a dark blue background as to the 
top, with distinctive lettering in white; the reverse side of the 
box, and both vertical sides were white, containing appropriate 
statements concerning the device, printed in dark blue letters. At 
the right end on the top, a one-inch space was white, containing 
blue letters. The plaintiff used on the top, at the left end, its 
trade-mark “Anco” in script in white letters. 

The plaintiff's product was thus of an original, striking color 
combination, and was presented to distributors and to the consum- 
ing public in such a distinctive apparel as to be calculated to 
promptly establish its identity in the commercial sense. This was 
important to the plaintiff, because at that time the device was not 
protected by a patent; indeed the plaintiff soon learned that letters 
patent had been issued to Nilson and Prince in 1926, bearing the 
number 1,597,999, and the plaintiff believed its device infringed 
that patent, and acquired the same for a valuable consideration on 
November 9, 1929, and now is the owner thereof. 


The defendant began the manufacture of a windshield wiper 


in January, 1930. Its assistant treasurer avers that the activity 
originated in an order from Motor Parts Corporation of Chicago, 
which went into bankruptcy in June, 1930. 


Acceptance of the initial order, with specifications as to the 
color scheme of the device, the box in which it was to be marketed, 
the wrapper, etc., are all averred to have been “in good faith and 
without knowing of any patent infringement.” 

It will be noted that the affiant’s ignorance is not stated to have 
embraced the color scheme or advertising features above described. 
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The defendant’s affidavit in opposition does not aver that the 
bankruptcy of the Chicago Motor Parts Corporation affected the 
defendant’s continued activity, but it is said that, after receiving 
notice of infringement from plaintiff, received on or about June 1, 
1980, “the defendant promptly changed its dies so as to produce 
the article which is annexed to this affidavit and identified as 
‘Defendant’s Modified Device.’ ” 


Se * *® 


The metal holder of the rubber blade, with flaring edges as 
first used by the plaintiff, is unmistakably and obviously green. 
The defendant’s metal holder has flaring edges; with the entire spec- 
trum as a basis for selection, the defendant chose the identical color 
for its metal holder. The plaintiff's color scheme was unique 
when adopted, and remained so until defendant copied it. 

The box in which the device is marketed by plaintiff has been 
described. The defendant copied it with only occasional and slight 
variations, which would entirely elude the inspection of one who 
had not been apprised of the simulation. True, the defendant 


calls its device “Champion,” while the plaintiff’s is called “Anco,” 
and there are unimportant differences in the phraseology appear- 
ing on the two boxes, but the same general picture is presented to 
the eye, and, unless the two boxes are placed side by side, the 
differences are difficult of detection. 


About the only thing which the defendant neglected to repro- 
duce is the plaintiff's name. The defendant, for reasons which can 
only be conjectured, placed its product on the market anonymously, 
so far as the box and the interior wrapper are concerned, and, of 
course, at a lower price to the jobbing and distributing trade, than 
is charged by the plaintiff. This caused customers of the latter to 
accuse it of putting out a cheaper article to compete with its own 
first-marketed commodity, to meet the requirements of cut-price 
merchandising. 

The inner wrapper of the plaintiff's device is an instruction 
sheet. The defendant has availed itself of the same practice, copy- 
ing plaintiff's cut, and using reading matter spaced and printed so 
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as to closely simulate plaintiff's wrapper, using different colored 
paper, however. 

The general effect of defendant’s methods is so clearly the 
appropriation of plaintiff's prior established identity of product 
as to proclaim an entire absence of good faith and fair competition 
on the part of defendant. 

Since the inception of the litigation, defendant asserts that it 
has changed its color scheme by flattening the edges of its metal 
holder and coloring that member black, and by changing the pre- 
dominant color scheme of its box from blue to red. 

Perhaps it has, but its prior history is not such as to create 
confidence in its continuing good faith. 

The damage suffered by plaintiff from the unfair competition 
of the defendant meets all the requirements of prima facie showing, 
according to the moving papers, and the allegations in this respect 
are not contested by the defendant. 

It is urged that the defendant’s unfair competition cannot be 
temporarily enjoined, because there is no allegation in the bill that 
the jurisdictional amount is involved. Any deficiency in that respect 
will be taken care of by providing for an amendment to the bill, if 
one is required, by the order to be entered hereon. 28 U.S. C. A. 
§ 777; Equity Rule 19 (28 U. S. C. A. § 723); American Steel & 
Wire Co. v. Wire Drawers’, etc., Unions (C. C.) 90 F. 598. 

The plaintiff may have a temporary injunction, enjoining the 
defendant from making, selling, etc., a windshield wiper which 
infringes its patent No. 1,597,999, or one having a green metal 
holder and a red rubber wiper blade, or one having plaintiff's trian- 
gular head with ten edges, ribs, grooves, or wiping edges; from 
using, in connection with any wiper blades made or sold by it, 
cartons, boxes, or other containers of the color scheme and the 
arrangement employed by plaintiff, or in simulation thereof or close 
resemblance thereto, or any arrangement or grouping which pre- 
sents an appearance deceptively similar to that used by the plain- 
tiff; from using wrappers, folders or instruction sheets constituting 
wrappers which contain devices, reading matter, characters or 
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representations of any kind deceptively similar to those employed 
by the plaintiff. 

The amount of the bond required of the plaintiff and the terms 
of the order to be entered hereon are to be settled on three days’ 
notice. 


Tue American Propucts Company v. HersBert F. Brairuwaite 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2803 


November 27, 1931 


Trape-Marxs—Opposition—“Sanio” ann “Zanot”—ConrFLictinc Marks. 
A mark consisting of the word “Sanlo,” used on a greaseless 
cleansing cream, held to be confusingly similar to the word “Zanol,” 
used upon cosmetics, food products and beverages. 
Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 20 T.-M. Rep 221. 


Walter F. Murray, Frank L. Zugelter (Charles D. Davis, of 
counsel), all of Cincinnati, Ohio, for appellant. 
No appearance for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming a decision of the Examiner of Inter- 
ferences, dismissing an opposition filed by appellant against the 
application of appellee for registration of a trade-mark for a grease- 
less cleansing cream. The said mark consists of the words “Alls- 
worth Sanlo Greaseless Cleansing Cream,’ in which the word 
“Sanlo” is prominently featured, the other words being disclaimed 
apart from the mark shown. 

Appellant claims prior use, upon the same kind of goods, of a 
trade-mark consisting of the word “Zanol,’ which mark is the 
basis of the following registrations, owned by appellant and set 
up in its notice of opposition herein: 
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81,313, of March 21, 1911; 
136,540, of November 2, 1920; 
116,341, of April 24, 1917; 
117,277, of June 26, 1917; 
177,112, of December 11, 1923. 

Appellant uses the mark “Zanol” upon a variety of cosmetics, 
food products, beverages, etc. Registration No. 117,277 is for 
said mark applied to a number of cosmetic preparations, medicines, 
etc. The date of issue is June 26, 1917, which is prior to the 
earliest date claimed by appellee, viz., August, 1921. Both the 
Examiner of Interferences and the Commissioner found that the 
goods upon which the marks of the respective parties are used 
are of the same descriptive properties, and we agree with this 
finding. 

The opposition is based upon the confusion-in-trade clause of 
section 5 of the Trade-Mark Act of February 20, 1905, and, the 
goods being of the same descriptive properties, the issue is whether 
the marks themselves are so similar as to be likely to cause con- 
fusion or mistake in the mind of the public or to deceive pur- 
chasers. 

There is found in the record a stipulation entered into be- 
tween the parties hereto to the effect that if appellee were called 
as a witness he would give certain testimony which is set out in the 
stipulation. 

Appellee filed no brief herein and was not represented at the 
oral argument of this appeal. 

While both the Commissioner and the Examiner held that the 
marks in issue were so dissimilar as to render confusion in trade 
improbable, we cannot assent to that view. 

Each mark contains five letters; four of the five are common 
to both marks; the second and third letters of each mark, viz., 
“a” and “n” are the same and in the same order; the last two let- 
ters of each mark are the same, but the “ol” in Zanol is transposed 
in appellee’s mark to “lo,” The first letter of appellant’s mark is 
“Z,” while the first letter of appellee’s mark is “S.” The two 
letters “‘Z’’ and “S” have a quite similar sound in pronouncing the 
words “Zanol” and “Sanlo.” 
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“Zanol” is an arbitrary word, as is also “Sanlo,” but they so 
nearly resemble each other that, in our opinion, they are confus- 
ingly similar when both are used upon toilet creams. 

In the case of Celanese Corporation of America v. Vanity Fair 
Silk Mills, 18 C. C. P. A. (Patents) 958, 47 F. (2d) 378 [21 
T.-M. Rep. 151], this court, speaking through Judge Hatfield, 
said, in discussing the marks “Celanese” and “Silkenese” : 


. . It is true that the marks are not identical and that they differ 
to some extent both in sound and appearance. However, the public 
should not be required to analyze trade-marks with scrupulous care, nor 
should it be compelled to resort to a study of etymology in order to 
avoid confusion and mistake. . 


It appears from the evidence that appellant is engaged in 
the manufacture of toilet preparations, pharmaceuticals and house- 
hold supplies, upon which it uses its trade-mark “Zanol”; that its 
annual business in such products was, at the time the testimony 
was taken, in excess of $3,000,000; that its annual business in 
creams of various kinds is in excess of $100,000 and that it 
annually expends in national advertising of its products bearing 


said mark a sum in excess of $200,000. 

Appellee and his predecessor had the choice of countless com- 
binations of letters to form an arbitrary trade-mark that would in 
no wise resemble appellant’s mark. There was not the slightest 
occasion, in making a selection of a trade-mark, for entering into 
the field of one whose business is well known and established. 

While we recognize that the tribunals of the Patent Office 
agree that confusion in trade is improbable from the use of the 
two marks, and such fact is persuasive of the correctness of their 
conclusion, we think that upon the facts in the case it should be 
held that the marks are confusingly similar, or that there is at 
least a reasonable doubt upon that question; and, under the well- 
settled rule applicable in this character of cases, such doubt must 
be resolved against the newcomer, the appellee herein. Annie M. 
Malone v. Morris Max Horowitz, 17 C. C. P. A. (Patents) 1252, 
41 F (2d) 414 [20 T.-M. Rep. 462]. 

The decision of the Commissioner of Patents is reversed. 
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Traus Manuracturine Company v. R. Harris & Company 
United States Court of Customs and Patent Appeals 
Patent Appeal No. 2779 
November 27, 1931 


Trave-Marks—Opposition—“Di1Amonp Bossom” anp “ORANGE BLossom” 

ConFriictinc Marks. 

The words “Diamond Blossom,” arranged in a circle with small 
diamond-shaped spots between the words, held to be confusingly 
similar to the words “Orange Blossom,” both marks being used upon 
finger rings. 

Trape-Marks Opprostrion—ACQUIESCENCE. 

The fact that appellant allowed earlier applications for trade- 
marks similar to its own to pass to registration unopposed held not 
to bar it from asserting its rights in the present case. 


Appeal from a decision of the Commissioner of Patents in a 
trade-mark opposition. Reversed. For Commissioner’s decision, 
see 20 T.-M. Rep 497. 


Edward §. Rogers, Allen M. Reed and William T. Woodson, 


all of Chicago, Ill., (Brown & Phelps, of Washington, 
D. C. of counsel), for appellant. 
Geo. E. Edelin, of Washington, D. C., for appellee. 


Grauam, P. J.: The appellee filed its application in the 
United States Patent Office on July 2, 1928, for the registration 
of a trade-mark used on finger rings, which mark, it represented, 
had been used by it continuously since June 26, 1928. The pro- 
posed trade-mark consists of the words “Diamond Blossom,” ar- 
ranged in a circle, with small diamond-shaped spots between the 
words. It is applied to the articles sold, or the packages containing 
the same, by fastening thereto a celluloid label on which the trade- 
mark is shown. 

The appellant duly filed notice of opposition, basing the same 
upon its continuous use of the trade-mark, “Orange Blossom,” 
upon finger rings since prior to the year 1915. It also appears that 
this mark was registered by appellant on September 6, 1921, Serial 
No. 146,380. This mark is used on the rings sold by appellant, 
particularly on engagement and wedding rings. 
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A motion was made by appellee to dismiss the opposition. On 
final hearing, this motion was allowed by the Examiner of Inter- 
ferences and registration was granted to the applicant. On appeal, 
the Commissioner of Patents affirmed the decision of the Examiner. 

The appellant-opposer took the testimony of several witnesses, 
which appears in the record. From this record it appears that the 
appellant has built up an extensive business around its trade-name, 
“Orange Blossom,” aggregating $9,500,000; that its sales for the 
year 1928 were $1,115,000; and that it has expended $600,000 on 
advertising said mark. It further appears that such goods are 
sold throughout the United States generally, are highly regarded 
by the trade, and are known to dealers and buyers, generally, by 
their trade-name. 

The appellee relied, in its answer to the notice of opposition, 
upon eight former registrations of marks which it is claimed so 
nearly approximate the registered mark of appellant, “Orange 
Blossom,” as to narrow the scope of appellant’s registration to the 
exact words claimed by it. Of these marks, only one, “Bridal 


> 


Blossoms,” was registered prior to appellant’s mark, and the use 


thereof was not begun until November 1, 1920, long subsequent to 
appellant’s use of its mark. It was held by the Commissioner that, 


inasmuch as the appellant has stood by and permitted the registra- 
tion of these various other marks, and, presumably, their use by 
the registrants, it cannot now claim confusion would result from 
the registration of another mark such as appellee’s. 

Both tribunals of the Patent Office were also of opinion that 
confusion in trade would not result from the registration of the 
trade-mark, “Diamond Blossom.” 

We are unable to concur with the Commissioner in his decision 
of these questions. The fact that the appellant may have stood by 
and permitted the use and registration of similar marks by others 
upon goods of the same descriptive properties cannot be held to 
estop the appellant from now asserting any rights it may have 
against the application for registration now made by appellee. As 
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we said in Heger Products Co. v. Polk Millek Prod. Corp., 18 C. C. 
P. A. (Patents) 1106, 47 F (2d) 966 [21 T.-M. Rep. 180]. 


There must be something more than mere acquiescence and delay in 
enforcing such rights. The right to claim the exclusive use of such trade- 
mark is a continuing right in the owner. This has been well settled by 


the authorities. 

This court has not adhered to the doctrine that former registra- 
tions or use will give to an opposer’s mark a limited application. 
The only question in such cases is: Is confusion in trade likely to 
result because of the registration of the applicant’s mark? If so, 
registration should be denied. Sharp & Dohme v. Parke, Davis 
§ Co., 17 C. C. P. A. (Patents) 842, 37 F (2d) 960 [20 T.-M. Rep. 
79]; American Fruit Growers v. Michigan Fruit Growers, 17 C. C. 
P. A. (Patents) 906, 38 F (2d) 696 [20 T.-M. Rep. 135]; Cal. 
Pack. Corp. v. Tillman, etc., 17 C. C. P. A. (Patents) 1048, 40 F 
(2d) 108 [20 T.-M. Rep. 238]; Standard Oil Co. v. Epley, 17 
C. C. P. A. (Patents) 1224, 40 F (2d) 997 [20 T.-M. Rep. 324]; 
MacEachen v. Tar Products Corp., 17 C. C. P. A. (Patents) 1264, 
41 F (2d) 295 [20 T.-M. Rep. 464]; Fed. Mill § Elevator Co. v. 
Pillsbury Flour Mills Co., 18 C. C. P. A. (Patents) 1353, 49 F (2d) 
1042 [21 T.-M. Rep. 341]; Weyenberg v. Hood, 18 C. C. P. A. 
(Patents) 1449, 49 F (2d) 1046 [21 T.-M. Rep. 323]; National 
Biscuit Co. v. Sheridan, 18 C. C. P. A. (Patents) 720, 44 F (2d) 
987 [21 T.-M. Rep. 27]; Decker & Cohn v. Liebovitz, 18 C. C. P. A. 
(Patents) 781, 46 F (2d) 179 [21 T.-M. Rep. 33]; Celotex Co. v. 
Millington, 18 C. C. P. A. (Patents) 1484, 49 F (2d) 1053 [21 
T.-M. Rep. 402]; Trustees, etc. v. McCreery, 18 C. C. P. A. 
(Patents) 1507, 49 F (2d) 1068 [21 T.-M. Rep. 374]. 

The goods of the respective parties herein are of the same 
descriptive properties. We are of opinion that the marks “Diamond 
Blossom” and “Orange Blossom” are so confusingly similar that 
registration should be denied to the mark of appellee, the new- 
comer in the field. 

The decision of the Commissioner of Patents is reversed and 
an order will be entered sustaining the opposition. 
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an order will be entered sustaining the opposition. 
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E. Dattrorr & Cre (Caron Corporation of New York, assignee, 
substituted) v. V. Vivaupou, Inc. 


United States Court of Customs and Patent Appeals 
Opposition No. 9063 
November 27, 1931 


Trape-Marxks—OpposiTion—“CHEz Mor’ ann “CHeEz Lvur’—ConF.ictTine 

Marks. 

The words “Chez Moi,” held to be confusingly similar to the 
words “Chez Lui,’ both marks being used on perfumes and toilet 
articles. 

Appeal from a decision of the Commissioner of Patents sus- 
taining a trade-mark opposition. Affirmed. For the Commissioner’s 


decision, see 17 T.-M. Rep. 195. 


Evarts, Choate, Sherman & Leon (Maurice Leon of counsel), 
all of New York City, for appellant. 
Howard S. Neiman, of New York City, for appellee. 


Harrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents sus- 
taining the opposition of appellee and holding that appellant was 
not entitled to the registration of the mark “Chez Moi” for use 
on “pastes and powders for beautifying and perserving the teeth, 
skin and hair, and perfumery.” 

In its application for registration, filed November 14, 1927, 
appellant, E. Daltroff & Cie, alleged that it had registered its 
mark in France, on July 1, 1927, and had used it continuously 
thereafter. 

In its notice of opposition, appellee alleged that it was the 
owner of the trade-mark “Chez Lui,” duly registered in the United 
States Patent Office on September 11, 1928, on an application filed 
January 29, 1928, and has since continuously used it on “face 
powders, face creams, perfumes, toilet waters, rouges, hair tonics, 
hair oils, dentifrices, tooth powders, nail polishes, deodorizing 
preparations, and sachet powders” ; that the goods of the respective 
parties possessed the same descriptive properties; that the marks 
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were confusingly similar; and that the registration to appellant 
of the trade-mark “Chez Moi” would cause confusion in the mind 
of the public and deceive purchasers. 

In its answer, the Caron Corporation of New York, assignee 
of E. Daltroff & Cie and substituted for the latter company as 
applicant for the registration of the trade-mark ‘Chez Moi,” al- 
leged that the involved marks were not confusingly similar; that 
the suffix “Lui” means “his,” whereas, the suffix “Moi” means 
“me’’; that the prefix “Chez” is a common French word meaning 
“at, in, or with,” and that opposer was not entitled to its exclusive 
use, except as a part of the trade-mark “Chez Lui’; and that the 
mark “Chez Lui’ has a strictly masculine meaning, whereas, the 
trade-mark “Chez Moi’ is not so restricted, but may be used by 
either sex to express the idea “my home.” It was also alleged 
that the prefix “Chez’’ was registered in the United States Patent 
Office, in conjunction with other words, for use on goods possessing 
the same descriptive properties as those of the involved parties. 

No testimony was introduced. However, certain registrations 
of trade-marks incorporating the word “Chez’’ were introduced in 
evidence. 

The tribunals below held that the goods of the parties possessed 
the same descriptive properties; that the marks were confusingly 
similar; and that appellant was not entitled to have its mark 
registered. 

It is contended here by counsel for appellant that this court 
should take judicial notice of the fact that perfumes are sold, al- 
most exclusively, for use by women; that the advertising of per- 


fumes is generally directed to the attention of women; that, as 


the trade-mark “Chez Lui” has a meaning masculine in character, 
it would tend to convey the “idea of a perfume reminding a woman 
of some man,” and, accordingly, the two marks would be readily 
distinguishable by women; that the prefix “Chez” is incapable of 
exclusive appropriation as a trade-mark; and that, as the suffixes 
“Lui” and “Moi” are not identical in spelling and are pronounced 
differently, the tribunals below erred in holding that the trade- 





634 TWENTY-ONE TRADE-MARK REPORTER 


marks were confusingly similar. It is also argued by counsel for 
appellant that trade-mark registrations, incorporating the word 
“Chez,” although registered subsequent to appellee’s registration, 
show clearly that the registration of appellant’s mark would not 
cause confusion in the minds of the public or deceive purchasers. 

It is not claimed by appellant that it or its predecessor was 
the first to adopt and use a trade-mark with the prefix “Chez.” 
Furthermore, it appears that the registrations offered in evidence, 
containing, in part, the word “Chez,” were issued subsequent to 
the registration of appellee’s trade-mark “Chez Lui.” 

The validity of appellee’s trade-mark registration will not be 
considered by this court in a proceeding of this character. Further- 
more, the question as to whether the involved marks are confus- 
ingly similar must be determined by considering them in their 
entirety, not by dissecting them, as argued by counsel for appel- 
lant. The Celotex Co. v. Arthur Edward Millington, 18 C. C. P. A. 
(Patents) 1484, 49 F (2d) 1058 [21 T.-M. Rep. 402]; The Celo- 
tex Co. v. Bronston Bros. & Co., Inc., 18 C. C. P. A. (Patents) 
1490, 49 F (2d) 1048 [21 T.-M. Rep. 370], and cases cited. 

It is true, as argued by counsel for appellant, that the involved 


marks are not identical in appearance, sound, or meaning. They 
differ slightly in each of those characteristics. However, the ques- 


tion before us is whether the marks are confusingly similar, not 
whether they are identical. Counsel for appellant has laid con- 
siderable stress upon the difference in meaning of the two marks. 
It is urged that “Chez Lui” has a strictly masculine meaning— 
“his home’’— whereas, “Chez Moi,” not so restricted, means “my 
home.” From this, it is argued that the masculinity of the mark 
“Chez Lui’ is sufficient to cause women, who, it is claimed, are 
practically the exclusive purchasers of perfumery, to distinguish 
between the two marks, and, therefore, confusion would not result. 

Assuming that the bulk of perfume in the United States is 
purchased by women, it does not necessarily follow that they would 
be as discriminating as counsel for appellant has argued. The 
marks, considered in their entirety, have a marked similarity, and, 
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when used on goods possessing the same descriptive properties, 
would, in our opinion, be likely to cause confusion in the mind of 
the public. 


We are in accord with the conclusion reached by the Commis- 
sioner of Patents, and his decision is affirmed. 


SmytH Sates Corporation v. James J. Kaveny anno New Jersey 
Bett TELEPHONE CoMPANY 


New Jersey Court of Chancery 
September 23, 1931 


Unrar Competitrion—“Srtent May Avtomatic Or. Burner ComPpANY” AND 
“Sment Automatic Sates Corroration”—Conticuous ListrinG IN 
TELEPHONE Directory. 

After complainant had been first to engage in the business of 
selling and installing automatic oil burners in Jersey and had listed 
its corporate name in the telephone directory, the subsequent con- 
tiguous listing therein of the name “Silent May Automatic Oil Burner 
Company” held unfair competition and was enjoined. 

Unram ComPetiTion—AcTION—LACHEs. 

Where, in the case at issue, the complainant protested the listing 
of the infringing name soon after it was noticed, and defendant 
promised to discontinue the practice, held there was no laches. More- 
over, under the circumstances, it is a question whether, even though 
such use of the name had not been protested, a delay would be suf- 
ficient to bar complainant on the ground of laches. 


In equity. Action for unfair competition in the deceptive list- 
ing of a trade-name in telephone directories. Injunction granted. 


Cuurcn, V.C.: This case comes up for hearing on application 
for a permanent injunction. 

The Smyth Sales Corporation, complainant, is the authorized 
agent and distributor in Essex and Morris counties for the sale 
and installation of products manufactured by the Silent Automatic 
Corporation and sold by the Silent Automatic Sales Corporation. 
It was incorporated in New Jersey in May, 1927. Since that time 
it has been engaged in the business of selling and installing Silent 
Automatic Oil Burners. A large business has been developed and 
the sales have reached a large figure, in the neighborhood of 
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$300,000, and more than $40,000 has been expended in advertising. 
The name “Silent Automatic” forms part of the corporate title of 
both the Silent Automatic Corporation, the manufacturing com- 
pany, and the Silent Automatic Sales Corporation, the selling com- 
pany. It has been registered in the United States Patent Office as 
the trade-mark under which the Silent Automatic Corporation shall 
designate its products. These products have become known to the 
public and the trade as the Silent Automatic. 

The Smyth Sales Corporation caused its offices to be listed in 
the winter of 1927 and the summer of 1928 issues of the Northern 
New Jersey telephone directory of the New York Telephone Com- 
pany (now New Jersey Bell Telephone Company), under these 
listings have appeared under the municipal headings of Montclair, 
Newark and the Oranges. In each case the address given has been 
879 Bloomfield Avenue, Montclair, and the telephone number, 
Montclair 8282. 

The defendant is engaged in the business of selling and install- 
ing oil burners manufactured by the May Oil Burner Corporation 
and known as the “Quiet May” Oil Burner. He has his offices at 
28 Valley Road, Montclair. In the summer of 1928, he caused his 
offices to be listed in the Northern New Jersey telephone directory 
of the New York Telephone Company (now New Jersey Bell Tele- 
phone Company), under the name “Silent May Automatic Oil 


> 


Burner Company.” This name was listed under the municipal 
headings of Montclair, Newark and the Oranges, and in each case 
the address was given as 28 Valley Road, Montclair, and the tele- 
phone number, Montclair 3058. These listings appeared directly 
beneath the corresponding listings of “Silent Automatic Oil Burner” 
and have been continued in every issue of the telephone directory 
up to the present time. 

The oil burners manufactured by the May Oil Burner Cor- 
poration and sold by the defendant are known to the public and 
trade by the name of “Quiet May.” There is no oil burner known 
either to the public or the trade as “Silent May Automatic.” 
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The questions for me to decide, therefore, are: Do these list- 
ings tend to confuse the public? Are they unfair competition? 
And should they be enjoined? I think the answer to all three 
should be in the affirmative. In the case of Eureka Fire Hose Co. 
v. Eureka Rubber Manufacturing Co., 69 N. J. Eq. 159, the court 
says (at p. 166): 


Even if the addition of the other words in its title had been such as 
to clearly indicate that defendant, and not complainant, made the “Eureka” 
goods in question, yet as defendant, when it assumed this name, was 
unknown to dealers in these goods, the effect of placing the familiar name 
on them was, according to the doctrine of several well-considered cases, 
to give defendant the benefit of the well-established reputation of the 
articles and to derive a greater benefit from their fraud. 


In Safety Storage Co. v. Lupenski, 100 N. J. Eq. 385 (at p. 
386), the court said: 


. after the complainant has used its present name in its busi- 
ness in the community, where it has become known generally, and where 
the public has come to know it by name adopted and used, any unfair 
interference with, or appropriation of, a dominant part of that name 
by a competitor, who uses it in a way which would ordinarily deceive 
the public into believing that such competitor is the original user, to the 
detriment and loss of the originator of the name, is unfair business com- 
petition and should be restrained. 


And, in Hilton v. Hilton, 90 N. J. Eq. 564 [9 T.-M. Rep. 273] 
the court stated the law (at p. 567): 


The test is whether the use by the defendant of the words in dispute 
is likely to deceive ordinary purchasers buying with such care as would 
usually be exercised in such transactions. Wirtz v. Eagle Bottling Co., 
50 N. J. Eq. 164; Johnson & Johnson v. Seabury & Johnson, 69 N. J. Eq. 
696; National Biscuit Co. v. Pacific Coast Biscuit Co., 83 N. J. Eq. 369 
[4 T.-M. Rep. 356]. A nice discrimination is not expected from the ordinary 
purchaser. International Silver Co. v. William H. Rogers Co., 67 N. J. Eq. 
646. Neither actual confusion nor actual fraudulent intent need be shown 
where the necessary and probable tendency of the defendant’s conduct 
is to deceive the public and pass off his goods or business as and for 
that of the complainant. International Silver Co. v. William H. Rogers 
Corp., 66 N. J. Eq. 140; Wirtz v. Eagle Bottling Co., supra; Rubber and 
Celluloid Harness Trimming Co. v. Rubber-Bound Brush Co., 81 N. J. Eq. 
419 [3 T.-M. Rep. 496]; National Biscuit Co. v. Pacific Coast Biscuit Co., 
supra. 


And, finally, in the case of National Biscuit Co. v. Pacific Coast 
Biscuit Co., supra, the court said (at p. 371): 


The underlying principle that no man has a right to palm off his wares 
as those of another, thereby cheating the purchasing public and filching 
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the business of a rival, is so essentially an element of natural justice and 
so solidly imbedded in our jurisprudence, that all that is necessary to 
quicken a court of equity, is to show that in the particular instance 
the offense has been committed. 


I am of the opinion, therefore, as I said above, that the listing 
of these names in the telephone book in the conjunction in which 
they are, is unfair competition. Actual fraudulent intent need not 
be shown as is contended for in defendant’s brief. In Wirtz v. 
Eagle Bottling Co., supra, the court said (at p. 168): 


The aggrieved person, in cases of this class, is not required to show 
intentional fraud, but he makes a sufficient case to give him a right to 
protection when he shows that the defendant is using his label, or one so 
nearly like it as to render deception of public and injury to himself 
probable. Mrs. G. B. Miller & Company Tobacco Manufactory v. Com- 
merce, 45 N. J. Law 18. Neither is he required to prove that persons 
have actually been deceived, and that his adversary’s goods have been pur- 
chased under the belief that they were his. If it appears that the resem- 
blance between the two labels is such that it is probable, in the sale of the 
goods of the parties, the one will be mistaken for the other, enough is 
shown to make it the duty of the court to interfere. 


And quoting again from Eureka Fire Hose Co. v. Eureka 
Rubber Manufacturing Co., supra, it was stated (at p. 167): 


This protection is granted without regard to the intent of the infringer, 
because a fraudulent intent to deceive the public and appropriate the 
benefit of the trade reputation of another is conclusively presumed, from 
the using of the name or mark after request to desist, although the absence 
of such intent may in some cases be a defense to an action for damages. 


It is unnecessary to cite further authorities, although there are 
many. 

The only further question to be considered is that of laches. 
The evidence clearly shows that Mr. Smyth communicated directly 
with the Silent May Automatic Oil Burner Company and spoke to 
Mr. Gordon Kavey, the brother and agent of the defendant, and 
objected to the use of the name. Promises were made to discon- 
tinue the practice, but the name still appeared. It is a question 


whether, under circumstances such as these, any delay, even though 
it had not been protested, would bar the complainant on account of 
laches. See Rubber and Celluloid Harness Trimming Co. v. Rubber- 
Bound Brush Co., supra. The infringement here occurred in 1909, 
but the suit was not started until 1913. Also, International Silver 
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Co. v. Wm. H. Rogers Corp., supra; the infringement occurred in 
1898 and the suit was started in 1902. 


I see no reason why the defendant, who is the agent of a con- 
cern called the Quiet May Oil Burner, should insert in a telephone 
directory another name so similar to that of the complainant unless 
his object was to divert to himself the business of his competitor. 


I will, therefore, advise a decree enjoining him from so doing. 


DECISIONS OF THE COMMISSIONER OF PaTENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that C. H. Will Motors Corpora- 
tion is not entitled to register, under the Act of 1905, as trade- 
marks for motor coaches, motor buses and motor trucks, two marks 
consisting respectively of the word “Greyhound” and the pictorial 
representation of a dog, presumably a greyhound, in the act of 
running, in view of the prior registration to another, registration 
No. 248,449, of the pictorial representation of a dog, apparently 
a greyhound, in the act of running, as a trade-mark to be used 
upon automobiles, being applied to the radiator caps and the hub 
caps of such vehicles. 

With reference to the similarity of the marks, the First Assist- 
ant Commissioner said: 


The applicant contends that the registered mark is not stated to 
be of a representation of a greyhound and may be that of some other 
dog. As to this matter, it is quite apparent that the registered mark is of 
the very distinctive type of animal known as a greyhound and would be 
so considered by such part of the public as is familiar with dogs of this 
kind. 


* * 2 - . 


The pictorial representation of the animal is deemed, as was held by 
the Examiner, the equivalent of the name of the animal. 

With respect to the argument that applicant’s goods are not 
of the same descriptive properties as those of the registrant, he 
said: 


It will be sufficient to note here that the registration is not limited to 
pleasure vehicles and further all these types of vehicles are frequently 
made by the same manufacturer. It is thought confusion of origin would 
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be quite probable if the applicant’s mark appeared upon its goods in the 
same market with the goods of the registrant.’ 


Moore, A. C.: Held that applicant is not entitled to register 
the term “Slices O’Gold” as a trade-mark for canned fruits, in 
view of the prior use by opposer, of the term “Sunset Gold” upon 
goods of the same descriptive properties. 

In his decision, after stating that the applicant admitted that 
its goods were of the same descriptive properties as those of the 
opposer, the Assistant Commissioner said: 


I am of the opinion that the two marks are confusingly similar to each 
other; that the word “Gold” is the dominant characteristic of both 
marks, the characteristic which would be most apt to attract the atten- 
tion of the members of the public, the notations “Slices O’” and “Sunset,” 
respectively, bearing a qualifying relation to the word “Gold.” 


He further stated that, under the rules of the Court of Cus- 
toms and Patent Appeals, no consideration could be given to the 
fact brought out by the applicant that a number of trade-marks 
which included the word “Gold” had been registered, for other 
food products.” 


Prints—Non-descriptive Goods 


Moors, A. C.: Held that a print bearing the notation “High 
Grade Food Stores, United for Service, Quality and Economy,” is 
not registrable under the Act of 1874, since it does not describe an 
article of manufacture. 

In his decision, after citing from a decision in which it was 
stated that the Act of 1874 had been uniformly construed ever 
since its passage as authorizing the Commissioner to register a 


print only when it describes an article of manufacture, and point- 
ing out that the rules of this Office so state, the Assistant Commis- 


sioner said: 


The applicant’s print in no sense is to be used for an article of manu- 
facture, nor does it pertain thereto. On the other hand, the words which 
constitute the essentials of the print are merely descriptive of food stores, 


1 Ex parte C. H. Wills Motor Corp., 156 M. D. 745, October 9, 1921. 
*Piggly Wiggly Corp. v. Sutter Packing Co., 156 M. D. 749, October 20, 
1931. 
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suggesting that such stores are high grade; and the words, “United for 
Service, Quality and Economy,” are merely descriptive for the purpose of 
such stores. A distinction should be observed as between words which are 
descriptive of stores and those which are descriptive of the articles of 
commerce sold by the stores.* 







Interference—Priority 


















Kinnan, F. A. C.: Held that The Colorado Fuel and Iron 
Company had established a use of the term “Guardian” as a trade- 
mark for wire fences prior to any date of use of the same mark 
claimed by Pittsburgh Steel Company, and that the former was 
entitled to registration of the mark. 

In his decision, after noting that no testimony had been taken 
on behalf of the Pittsburgh Steel Company and that the earliest 
date of adoption and use alleged in its application is February 20, 
1980, the First Assistant Commissioner said: 






The junior party has taken testimony of one witness, D. S. Muckley, 
superintendent of the wire department of The Colorado Fuel and Iron 
Company. This testimony is clear enough that the mark was used by 
the junior party from a date as early as the fall of 1929, or at least some 
months prior to the claimed date of adoption and use alleged by the senior 
party. The testimony of the witness is not contradicted nor do any incon- 
sistencies appear to be in it. The exhibits seem genuine and there is no 


reason for reaching any other conclusion than that reached by the Examiner 
of Interferences.‘ 



















Kinnan, F. A. C.: Held that Marshall Field & Company is 
entitled to register, under the ten-year clause of the Act of Feb- 
ruary 20, 1905, the term “Alexandre” as a trade-mark for gloves, 
since it had proved adoption and use of that mark prior to any use 
established by Alexandrine, the other party to the interference, of 
the term “Alexandrine” as a trade-mark for the same goods. 

In his decision, after noting the contention that the applica- 
tion for registration of the term “Alexandre” by a French com- 
pany, which application was assigned to Marshall Field & Company 
and later abandoned showed that that company did not have exclu- 


*Ex parte The H. D. Lee Mercantile Company, 156 M. D. 747, Octo- 
ber 14, 1931. 

*The Colorado Fuel and Iron Company v. Pittsburgh Steel Company, 
156 M. D. 742, October 5, 1931. 
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sive use of the mark during the ten-year period, the First Assistant 
Commissioner said: 


There appears to be no contention by the appellant that the appellee 
did not in fact use the mark it seeks to register for more than ten years 
prior to February 20, 1905, nor does appellant claim earlier adoption 
and use of its mark “Alexandrine.” The only point at issue, since the 
goods are identical and the marks are substantially so, is whether this 
abandoned application of the French company should be held to negative 
the claim of the appellee of exclusive use during the ten years from 1895 
to 1905. It must be held there is nothing in this record which establishes 
such adverse use by the French company either during this ten years 
preceding 1905 or even at any time subsequent thereto. It is in evidence 
Marshall Field & Company was the sole agent in this country of the French 
company as the distributor of these goods. This abandoned application, 
whatever may have been the motives which actuated the appellee in having 
such application assigned, does not establish any use at all in this country 
by the French Société of the mark on the goods in question.* 


Ornamental Feature 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Trade-Mark Act of 1905, as a trade-mark for 
shoe laces, a mark described as consisting of a series of alternating 


black and white stripes disposed vertically about the sides and 
ends of a pasteboard box. 

The ground of the decision is that this marking is merely an 
ornamental feature and would not be regarded by the public as a 
trade-mark. 


It is thought this case does not differentiate from that decided in the 
case of Ex parte Henry Tetlow Company (267 O. G. 184 [10 T.-M. Rep. 
56]) relied upon by the Examiner. The reasoning in that case is deemed 
applicable to the present case. These ornamental contrasting stripes 
extending clear around the box would not be regarded by the purchasing 
public as a trade-mark since such ornamental markings are common in 
this general type of containers where they appear merely as decorative 
Designs.° 


* Marshall Field & Company v. Alexandrine, 156 M. D. 743, October 7, 
1931. 


* Ex parte John Frier, 156 M. D. 738, October 1, 1931. 





MARIN BROTHERS 


Patent and Trade-Mark Agents 


First-Class European References 


Quito, Ecuador South America 
P. O. BOX, 156 


WANTED 


We are especially desirous of obtaining immediately 


the following back numbers of the TRADE-MaRK REPORTER, 


and for a limited period will pay the prices quoted for copies 
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Subscribers wishing to dispose of complete sets, or single 


volumes, in either binding, are invited to correspond with us. 


THE UNITED STATES TRADE-MARK ASS’N 
32 Nassau Street - - - - New York, N. Y. 





10% would insure your job... 


would you Buy? 


No matter how sure we may feel about our jobs, few of 
us would hesitate to spend 10% of our income to insure 


ourselves against job-loss. 


None of us can buy such an insurance policy. But if 
we all work together, we can make one. 


Spend 10% more! 


How shall we do it? . . . Simply by spend- 
ing 10% more than we've been spending— 
buying the things we need now, instead of 
waiting till spring. 

A lot of us are afraid of the future. But 
the future’s all right. It’s the present we 
should worry about. There'll be plenty of 
jobs for everybody sometime—but there are 
too few today! 


Because we're afraid, we are saving a 
larger share of our earnings than we or- 
dinarily would. This kind of abnormal sav- 
ing has taken millions of dollars out of cir- 
culation so they can’t work. These sleeping 
dollars have forced our friends and neighbors 
out of their jobs. 


By putting these sleeping dollars to work 
again—to buy what we need now—we create 
new jobs. And new jobs help create new 
prosperity. 


In “hard” times, dollars always buy more 
and earn less. Our spending dollars buy about 
half as much more today than they did two 








years ago. But our saved dollars bring about 
a quarter less. Our spending dollars are 
worth $1.50—our saved dollars are worth 
about 75c. 


A dollar spent now is worth $1.50 
A dollar saved now is worth 75c 


Today’s prices are low—lower even than 
in 1921—some of them lower than in 20 
years. We're surrounded by bargains—real 
bargains—fine quality at low prices. 


Pretty soon—before you know it—these 
low prices will start up. Then the buying- 
power of our dollars will begin to shrink. 


So, when we buy now, we are doing our- 
selves a double-barrelled favor: we are get- 
ting the most for our money, and we are 
helping to insure our jobs! 


There are about 30,000,000 of us who still 
have jobs, and probably twenty million of us 
are spending less than we can afford with 
present income. Let’s make our jobs secure 
and create jobs for those who have none— 
by spending our dollars normally now. 





THE NATIONAL PUBLISHERS’ ASSOCIATION _ 


“To use available income to purchase goods normally needed and in the replacement of which 
labor is employed, is a condition precedent to any hopeful program to constructively increase 
employment” 


From the Recommendations of the Committee on Unemployment Plans and Suggestions, of the President's 
Organization on Unemployment Relief 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS . 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 








